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DETAILED ACTION
This action is responsive to communications: Amendment, filed on 6/30/04.
This action is final.
Claims 1-80 are pending in this application. Claims 1, 18, 22, 26, 57, 75, and 80
are independent claims. In the Amendment, filed on 6/30/04, claims 1, 18, and 23, and
26 were amended and claims 31-80 were added.

Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

Claims 1-4,6-9, 11 —68, and 71-80 are rejected under 35 U.S.C. 103(a) as
being unpatentable over Glenn et al., U.S. Patent Application Publication No. US
200210021307 in view of Kudoh et al., U.S. Patent No. 5,948,058 further in view of

Schindler (US 6,081,830)

As per claim 1, Glenn et al. ("Glenn") teaches a communications method for
transferring electronic data between users of a communications system, the method
comprising: upon opening of the electronic message by the‘recipient, indicating an online
state of one or more of the sender and any other recipient of the electronic message (see

Glenn, paragraphs 0021 and 0022).
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Glenn does not teach delivering an e-mail from a sender to at least one recipient
and the electronic message as an e-mail message.

Kudoh et al. ("Kudoh") teaches delivering an e-mail message from a sender to at
least one recipient and the electronic message as an e-mail message (see Kudoh, column
4, lines 32 - 36). It would have been obvious to one of ordinary skill in the art at the time
of the invention to incorporate the method of Kudoh with the method of Glenn in order to
allow messages to be read hours or days after they are sent.

Glen and Kudoh teach the method of claim 1. (see rejection above). Glenn and
Kudoh do.not teach the method indicating one other recipient of the electronic message.

Schindler further teacﬁes a method indicating the online state of the sender and
every other recipient of the chat room. (See Schindler, column 7, lines 45-55)

It would have been obvious to an artisan at the time of the invention to include
Schindler’s teaching with method of Glenn and Kudoh in order to allow user to see the

states of the other users.

As per claim 2, which is dependent on claim 1, Glenn, Kudoh, and Schindler
teach the method of claim 1 (see rejection above). Glenn further teaches the method of
claim 1 further comprising sending a message to at least one of the sender and any other

recipient based on the online state (see Glenn, paragraph 0046).

As per claim 3, which is dependent on claim 2, Glenn, Kudoh and Schindler teach
the method of claim 2 (see rejection above). Glenn further teaches the method of claim 2

wherein the message comprises an instant message (see Glenn, paragraph 0046).
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As per claim 4, which is dependent on claim 2, Glenn, Kudoh and Schindler teach
the method of claim 2 (see rejection above). Glenn further teaches the method of claim 2

wherein the message comprises an e-mail message (see Glenn, paragraph 0046).

As per claim 6, which is dependeht on claim 1, Glenn, Kudoh and Schindler teach
the method of claim 1 (see rejection above). Glenn further teaches the method of claim 1
wherein indicating the online state comprises displaying a graphical user interface to the

recipient (see Glenn, figure 3, items 206 and 209 and paragraph 0022).

As per claim 7, which is dependent on claim 6, Glenn, Kudoh and Schindler teach
the method of claim 6 (see rejection above). Glenn further teaches the method of claim 6
wherein the graphical user interface comprises an icon positioned next to an e-mail

address in the e-mail message (see Glenn, figure 3, items 206 and 209)

As per claim 8, which is dependent on claim 1, Glenn, Kudoh and Schindler teach
the method of claim 1 (see rejection above), Glenn further teaches wherein indicating the
online state comprises indicating whether the sender is online, offline, or not a member of

the communications system (see Glenn, paragraph 0022).

As per claim 9, which is dependent on claim 1, Glenn, Kudoh and Schindler teach
the method of claim 1 (see rejection above). Glenn further teaches the method of claim 1

wherein indicating the online state comprises accepting a request to check user online
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state (see Glenn, paragraph 0045, lines 10 -15; it is inherent that the query to check user

online state is accepted because a result is returned).

As per claim 11, which is dependent on claim 9, Glenn, Kudoh and Schindler
teach the method of claim 9 (see rejection above). Glenn further teaches the method of
claim 9 wherein the request comprises an Internet protocol (see Glenn, paragraph 0025;

the examiner interprets the AOL instant messaging protocol as an internet protocol),

As per claim 12, which is dependent on claim 11, Glenn, Kudoh and Schindler
teach the method of claim 11 (see rejection above). Glenn discloses the method of claim
11 wherein the Internet protocol is hjpertext transfer protocol (see Glenn, paragraph

0011).

-As per claim 13, which is dependent on claim 9, Glenn, Kudoh and Schindler
teach the method of claim 9 (see rejection above). Glenn further teaches the method of
claim 9 wherein the request is initiated by a client of the user (see Glenn, paragraph 0045,

lines 10 - 15).

As per claim 14, which is dependent on claim 9, Glenn, Kudoh and Schindler
teach the method of claim 9 (see rejection above). Glenn further teaches the method of
claim 9 further comprising sending a redirection command based on the online state (see

Glenn, paragraph 0046; the examiner interprets sending the message via electronic mail
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instead of as an instantaneous message when the user is offline as sending a redirection

command based on the online state).

As per claim 15, which is dependent on claim 9, Glenn, Kudoh and Schindler
teach the method of claim 9 (see rejection above). Glenn further teaches the method of
claim 14 wherein the redirection command comprises a uniform resource locator (see

Glenn, paragraph 0056, lines 17 - 24).

As per claim 16, which is dependent on claim 1, Glenn, Kudoh and Schindler
teach the method of claim 1 (see rejection above). Glenn further teaches wherein,
indicating the online state comprises establishing a persistent connection to an instant

messaging server (see Glenn, paragraph 0068).

As per claim 17, which is dependent on claim 1, Glenh, Kudoh and Schindler
teach the method of claim 1 (see rejection above). Glenn further teaches wherein

indicating the online state comprises checking a control port (see Glenn, paragraph 0127).

As per claim 18, it is of similar scope to claim 1 and is rejected under the same

rationale as claim 1 (see rejection above).

As per claim 19, which is dependent on claim 18, Glenn, Kudoh and Schindler

teach the method of claim 1 (see rejection above). Glenn further teaches the computer
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program of claim 18 wherein the computer readable medium comprises a disc (see Glenn,

paragraph 0150, lines S - 8).

As per claim 20, which is dependent on claim 18, Glenn, Kudoh and Schindler
teach the method of claim 1 (see rejection above). Glenn further teaches the computer
program of claim 18 wherein the computer readable medium comprises a client device

(see Glenn, paragraph 0017).

As per claim 21, which is dependent on claim 18, Glenn, Kudoh and Schindler
Kudoh teach the method of claim 1 (see rejection above). Glenn further teaches the
computer program of claim 18 wherein the computer readable medium comprises a host

device (see Glenn, paragraph 0153, lines 3 - 6).

As per claim 22, which is dependent on claim 18, Glehn, Kudoh and Schindler
teach the method of claim 1 (see rejection above). Glenn further teaches thie computer
program of claim 18 wherein the computer readable medium comprises a propagated

signal (see Glenn, paragraph 0152).

As per claim 23, it is of similar scope to claim 1 and is, rejected under the same

rationale as claim 1 (see rejection above).

As per claim 24, it is of similar scope to claim 20 and is rejected under the same

rationale as claim 20 (see rejection above).
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As per claim 25, it is of similar scope to claim 21 and is rejected under the same

rationale as claim 21 (see rejection above).

As per claim 26, it is of similar scope to claim 1 and is rejected under the same

rationale as claim 1 (see rejection above).

As per claim 27, it is of similar scope to claim 6 and is rejected under the same

rationale as claim 6 (see rejection above).

As per claim 28, which is dependent on claim 18, Glenn, Kudoh and Schindler
teach the method of claim 1 (see rejection above). Glenn further teaches the method of
claim 27 wherein a graphical user interface enabled for a first online state differs from a

graphical user interface enabled for a second online state (see Glenn, paragraph 0022).

As per claim 29, it is of similar scope to claim 6 and is rejected under the same

rationale as claim 6 (see rejection above).

As per claim 30, it is of similar scope to claim 28 and is rejected under the same

rationale as claim 28 (see rejection above).

As per claim 31, which is dependent on claim 1, it is of the same scope as claim 8.

(See rejection above)

Page 8
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As per claim 32, which is dependent on claim 1, it is of the same scope as claim 2.
(See rejection above)

As per claim 33, which is dependent on claim 1, it is of the same scope as claim 2.
(See rejection above)

As per claim 34, which is dependent on claim 1, Glen, Kudoh and Schindler teach
the method of claim 1. (see rejection above). Schindler further teaches a method
indicating the online state of the sender and every other recipient of the chat room. (See
Schindler, column 7, lines 45-55)

As per claim 35, which is dependent on claim 1, it is of the same scope as claim 8.
(See rejection above)

As per claim 36, which is dependent on claim 1, Glenn, Kudoh and Schindler
teach the method of claim 1, Glenn further teaches where indicating online state
comprises providing one or more indicator to the recipient. (Figure 2, item 206)

As per claim 37, which is dependent on claim 36, it is of the same scope as claim
34. (See rejection above)

As per claim 38, which is dependent on claim 36, it is of the sarﬁe scope as claim

34. (See rejection above)

As per claim 39, which is dependent on claim 36, Glenn, Kudoh and Schindler
teach the method of claim 36, Glenn further teachﬁ::s comprising selecting at least one of
the visual indicators to initiate at least one user interface. (Figure 2, item 206)

As per claim 40, which is dependent on claim 39, Glenn,. Kudoh and Schindler

teach the method of claim 39, Kudoh further teaches wherein selecting the at least one
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visual indicator initiates at least one user interface configured to enable the recipient to
send an email message communication to an identity associated with visual indicator.
(see Kudoh, column 4, lines 32 - 36)

As per claim 41, which is dependent on claim 39, Glenn, Kudoh and Schindler
teach the method of claim 39, Glenn further teaches wherein selecting the at least one
visual indicator initiates at least one user interface configured to enable the recipient to
send an instant message communication to an identity associated with the visual
indicator. (See Glenn, paragraph 0046)

As per claim 42, which is dependent on claim 18, Glenn, Kudoh and Schindler
teach the method of claim 18, Glenn further teaches wherein the instruction for indicating
the online state comprise instruction for indicating the online state of the sender of the e-
mail message. (See Glenn, paragraph 0046) '

As per claims 43-45 are rejected with the same rationale as clam 34. (See

rejection above)

As per claim 46, which is dependent on claim 18, it is of the same scope as claim
39. (See rejection above)

As per claim 47, which is dependent on claim 23, it is of the same scope as claim
42. (See rejection above)

As per claims 48-50 are rejected with the same rétionale as clam 34. (See

rejection above)

Page 10
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As per claim 51, which is dependent on claim 23, it is of the same scope as claim
8. (See rejection above)

As per claim 52, which is dependent on claim 26, it is of the same scope as claim
42. (See rejection above)

As per claims 53-55 are rejected with the same rationale as clam 34. (See
rejection above)

As per claim 56, which is dependent on claim 26, it is of the same scope as claim
8. (See rejection above)

As per claim 57, it is rejected with same rationale as claim 1. (see rejection above)

As per claim 58, which is dependent on claim 57, it is of the same scope as claim
42. (See rejection above)

As per claims 59-61 are rejected with the same rationale as clam 34. (See
rejection above)

As per claim 62, which is dependent on cléim 57, it is of the same scope as claim
8. (See rejection above)

As per claim 63, which is dependent on claim 57, it is of the same scope as claim
8. (See rejection above)

As per claim 64, which is dependent on claim 63, it is of the same scope as claim
8. (See rejection aBove), Kudoh further teach the recipient from. within a user interface
for an email communication system (see Kudoh, column 4, lines 32 — 36)

As per claim 65, which is dependent on claim 63, Glenn, Kudoh and Schindler

teach the method of claim 63, Glenn further teaches indicating the online state comprises
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displaying the one or more visual indicators to the recipient from within a user interface
for an instant messaging system. (See Glenn, paragraph 0046)
As per claims 66-67 are rejected with the same rationale as clam 34. (See

rejection above)

As p;ar claim 68, which is dependent on claim 63, it is of the same scope as claim
6. (See rejection above)

As per claim 71, which is dependent on claim 63, it is of the same scope as claim
39.- (See rejection above)

As per claim 72, which is dependent on claim 71, it is of the same scope as claim
40. (See rejection above)

As per clgim 73, which is dependent on claim 71, it is of the same scopé as claim
41. (See rejection above)

As per claim 74, Glenn and Kudoh teach the claim of 71, Glenn further teaches
wherein the online state determines a type of user interface that is initiated. (Figure 2,
item 206) |

As per claim 75, it is rejected with the same rationale as claim 1. (see rejection
above)

As per claim 76, which is dependent on claim 75, it is of the same scope as claim
19. (See rejection above)

As per claim 77, which is dependent on claim 75, it is of the same scope as claim

20. (See rejection above)
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As per claim 78, which is dependent on claim 75, it is of the same scope as claim
21. (See rejection above)

As per claim 79, which is dependent on claim 75, it is of the same scope as claim
22. (See rejection above)

As per claim 80, it is rejected with the same rationale as claim 1. (See rejection

above)

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Glenn et
al., U.S. Patent Applicatibn Publication No. US 200210021307 in view of Kudoh et al.,
U.S. Patent No. 5,948,058 as applied to claim 4 above, further in view of Schindler (US

6,081,830) and further in view of Bezos, U.S. Patent No. 6,525,747.

As per claim 5, which is dependent on claim 4, Glenn, Kudoh and Schindler teach
the method of claim 4 (see 'rejection above). They do not teach the method of claim 4
wherein the e-mail message comprises an invitation to join the communications system.
Bezos teaches wherein an e—ﬁail message comprises an invitation to join the
communications system (see Bezos, column 7, lines 5 - 31). It would have been obvious
to one of ordinary skill in the art at the time of the invention to incorporate the method of
Bezos with the method of Glenn, Kudoh and Schindler in order to allow the user to

provide other users with access to private discussion information.

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Glenn et

al, U.S. Patent Application Publication No. US 200210021307 in view of Kudoh et al.,
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U.S. Patent No. 5,948,058 as applied to claim 9 above, further in view of Schindler (US

6,081,830), and further in view of Bunney, U.S. Patent No. 6,446,112.

As per claim 10, which is dependent on claim 9, Glenn, Kudoh, Schindler teach
the method of claim 9 (see rejection above). They do not teach the method of claim 9

wherein the request comprises at least one e-mail address. Bunney et al. ("Bunney")

teaches wherein a request to check user online state comprises at least one e-mail address

(see Bunney, column 10, lines 1 - 9). It would have been obvious to one of ordinary skill
in the art at. the time of the invention to incorporate the method of Bunney with the
method of Glenn, Kudoh, and Schindler in order to allow a user to link existing email

addresses with internet chat handles.

Claim 69 and 70 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Glenn et' al., U.S. Patent Application Publication No. US 200210021307 in view of
Kudoh et al., U.S. Patent No. 5,948,058 further in view of Schindler (US 6,081,830)
further in view of Alexander et al. (US 6,640,230)

As per claim 69, Glenn, Kudoh, and Schindler teach the.method of 63, however
they fail to teach where in at least one of the visual indicator comprises text.

Alexander et al. further teaches where in at least on of the visual indicator

comprises text. (Figure. 11, item 1100)

Page 14
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It would have been obvious to an artisan at the time‘of the invention to include
Alexander’s teaching with method of Glenn, Kudoh and Schindlerin order to give
recipient information regarding how to contact thé sender.

As per claim 70, Glenn, Kudoh, Schindler, and Alexander teach the method of
claim 69. Alexander further teach the text comprises one or more of a name or an e-mail
address. (Figure 10, item 1080)

Response to Argument

Applicant’s arguments with respect to claims 1-80 have been considered but are

deemed to Abe moot in view of the new grounds of rejection.

Conclusion
Applicant's amendment necessitated the new ground(s) of rejection presented in

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37
CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE )
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the

advisory action. In no event, however, will the statutory period for reply expire later than

SIX MONTHS from the date of this final action.
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Contact Information

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Peng Ke whose telephone number is (5§71) 272-4062. The
examiner can normally be reached on M-Th and Alternate Fridays 8:30-5:00.

If attempts to reach thel examiner by telephone are unsuccessful, the examiner’s
supervisor, Kristine L. Kincaid can be reached on (571) 272-4063. The fax phone
number for the organization where this application or proceeding is assigned is 703-872-
9306.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR syétem, see http://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free).
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